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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) See Continuation Sheet is/are pending in the application. 
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1 General Information 

a) The preliminary amendment filed June 20, 2005 has been entered. Claims 1- 
3, 5, 6, 8, 12-14, 17, 18, 20, 24-32, 34, 36, 39, 40, 42, 44, 46-48, 50, 54 and 60 are 
pending. 

b) A copy of provisional application 60/435408, filed December 20, 2002, is of 
record. The provisional application fully discloses the subject matter of claims 25-32, 
and therefore the effective priority date of those claims is considered to be December 
20, 2002. 

2. Restriction Requirement 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-3, 5, 6, 8, 12-14, 17, 18, 20, 24-32, 34, 36, 39, 40, 42, 44, 46 and 47, 
drawn to alloy compositions, classified in class 148, subclass 403. 

II. Claims 48, 50, 54 and 60, drawn to a process, classified in class 164, subclass 
122. 

3. The inventions are independent or distinct, each from the other because: 
Inventions II and I are related as process of making and product made. The 

inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make another and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
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(MPEP § 806.05(f)). In the instant case the product as claimed can be made by a 
materially different process, such as a vapor deposition process. 

4. Restriction for examination purposes as indicated is proper because all these 
inventions listed in this action are independent or distinct for the reasons given above 
and there would be a serious search and examination burden if restriction were not 
required because one or more of the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their different 

classification; 

(b) the inventions have acquired a separate status in the art due to their recognized 

divergent subject matter; 

(c) the inventions require a different field of search (for example, searching different 

classes/subclasses or electronic resources, or employing different search queries); 

(d) the prior art applicable to one invention would not likely be applicable to another 

invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 101 

and/or 35 U.S.C. 1 12, first paragraph. 
Applicant is advised that the reply to this requirement to be complete must 
include (!) an election of a invention to be examined even though the requirement 
may be traversed (37 CFR 1 .143) and (ii) identification of the claims encompassing 
the elected invention. 
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5. The election of an invention may be made with or without traverse. To reserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the restriction requirement, the election 
shall be treated as an election without traverse. Traversal must be presented at the time 
of election in order to be considered timely. Failure to timely traverse the requirement 
will result in the loss of right to petition under 37 CFR 1 .144. If claims are added after 
the election, applicant must indicate which of these claims are readable on the elected 
invention. 

If claims are added after the election, applicant must indicate which of these 
claims are readable upon the elected invention. 

Should applicant traverse on the ground that the inventions are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the inventions to be obvious variants or clearly admit on the record that this is 
the case. In either instance, if the examiner finds one of the inventions unpatentable 
over the prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 
1 03(a) of the other invention. 

6. During a telephone conversation with John Peck, attorney of record, on March 

1 7, 2008 a provisional election was made without traverse to prosecute the invention of 
Group I, claims 1-3, 5, 6, 8, 12-14, 17, 18, 20, 24-32, 34, 36, 39, 40, 42, 44, 46 and 47. 
Affirmation of this election must be made by applicant in replying to this Office action. 
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Claims 48, 50, 54 and 60 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

7. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(1). 

8. Claim Interpretation 

a) Page 4, lines 13-14 of the specification states that the invention is directed to "Pt- 
based bulk-solidifying amorphous alloys, which are referred to as Pt-based alloys herein." 
Thus, the term "bulk-solidifying amorphous" will be implied in all the clams directed to Pt-based 
alloys. 

b) In claims 1 and 13, it would appear that the last two lines of these claims should state 
that Pt comprises "at least" 75 or 85 percent, respectively, and the claims are being interpreted 
in this manner. 

9. Claims 2, 15, 17 and 30 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

a) In claim 2, the lower range of "c" and the upper range of "e" are outside the bounds 
set forth in independent claim 1 . 
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b) Claim 15 states that d is 0, in conflict with independent claim 13 which states that d is 
from 1 to 12. 

c) Claim 17 recites three potential scenarios for the total content of Pd and Pt. However, 
the first two of these scenarios are not possible in independent claim 13. 

d) Claim 30 states that the alloy is Ni free. This conflicts with claim 29, which states that 
"y" is a positive number. 

1 0. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

1 1 . Claims 28, 29, 31 and 32 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by JP 2002-275605. At least alloy no. 10 on page 5 of the JP '605 reference 
is fully in accord with the instant claims. 

12. Claims 1, 3, 5, 8, 12, 36, 40, 42 and 47 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Shimizu et al. (U.S. Patent 6,749,698). 

At least alloys 2, 3, 21 and 22 in the Tables of Shimizu appear to be fully in accord with 
the compositions as recited in the instant claims. With respect to claims 8 and 12, it is noted 
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that the amount of the elements recited in these claims may be zero. The Vickers hardness of 
these alloys is greater than 400, and they are cast in a thickness greater than 5 mm. With 
respect to claim 42, the examiner's position is that the prior art alloys possess at least some 
resistance to embrittlement as defined in the instant claim. With respect to claim 47, see 
Shimizu column 5, line 7. Thus, all aspects of the claimed invention are held to be fully 
disclosed by Shimizu et al. 

1 3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claims 34, 39, 44 and 46 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shimizu et al. 

The Shimizu patent, discussed supra, does not discuss the values of the properties as 
recited in the instant claims. However, because the actual compositions of Shimizu are the 
same as those presently claimed, it is a reasonable assumption that the properties thereof 
would likewise be the same or nearly so; see In re Best (195 USPQ 430, CCPA 1977) or In re 
Spada (15 USPQ 2d 1655, Fed.Cir. 1990). Thus, a prima facie case of obviousness is 
established between the disclosure of Shimizu et al. and the presently claimed invention. 



15. Claims 13, 14, 18, 20, and 24-27 are allowable over the prior art of record. Also, 
claims 2, 15, 17 and 30 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of 
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the limitations of tlie base claim and any intervening claims. Claim 6 is objected to as 
being dependent upon a rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base claim and any intervening 
claims. The prior art does not disclose or suggest alloy compositions as recited in these 
claims. 



1 6. The remainder of the art cited on the attached PTO-892 and 1 449 form is of 
interest. This art is held to be no more relevant to the claimed invention than the art as 
applied in the rejections, supra. 



1 7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George Wyszomierski whose telephone number is (571 ) 
272-1252. The examiner can normally be reached on Monday thru Friday from 8:00 
a.m. to 4:30 p.m. Eastern time. 

if attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Roy 
King, can be reached on (571) 272-1244. All patent application related correspondence transmitted by 
facsimile must be directed to the central facsimile number . (571)-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). 



/George Wyszomierski/ 
Primary Examiner 
Art Unit 1793 



GPW 

March 19, 2008 



